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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

1 . Claims 1-23, 28-30 have been canceled previously. Claims 24-27, amended 
claims 31-34 (6/17/04) are under consideration. 

2. Receipt of applicant's arguments and amendments filed on 6/17/04, 10/3/03 is 
acknowledged. 

3. Applicant's arguments filed on 6/17/04, 10/3/03, have been folly considered but 
were persuasive in part. The issues remaining are stated below. 

4. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

5. Applicants formal drawings submitted on 10/3/03 are acknowledged and accepted 
by the Examiner. 

6. Applicants compliance with the sequence rules and amendment of claim 31 to 
reflect SEQ ID NO:2 is acknowledged. 

Claim Rejections - 35 USC § 103 

7. Claims 24-27, 31-34 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Van Damme et al. (J. Exp. Med. 1992, 176:59-65, IDS #AM) in view of Gong et al. 
(J. Exp. Med. 1995, 181:631-640, IDS AP), and further in view of Van Coillie et al. 
(Biochem Biophys. Res. Com. March 1997, 231:726-730, IDS #AS). 

This rejection is maintained for reasons of record set forth at pages 4-6 of the 
previous Office action (3/31/03). 

Applicants argue that the Examiner provides no support for any belief that the 
smallest truncations shown by Gong showed the least displacement and therefore the 
least amount of inhibition in assays used to evaluate efficacy. Furthermore, Applicants 



Application/Control Number: 09/537,859 Page 3 

Art Unit: 1646 

argue that the Examiner points to no teaching in Van Damme or Van Coille that would 
lead one of skill in the art to apply the teachings of Rollins to obtain the specific 
truncations claimed in the instant invention. However, contrary to Applicants 
arguments, the references are presumed to be valid with respect to the amino-terminal 
truncations of MCP-2, because the teachings with respect to MCP-1 would be expected 
to be applicable to MCP-2 since MCP-2 is a structural and functional equivalent of 
MCP-1. The ordinary artisan at the time the invention was made would have been 
motivated to apply the production and screening of progressive amino terminal 
deletions approach used by Gong et al. to develop MCP-I antagonists, to also develop 
antagonistic amino terminal truncations of MCP-2. Since both MCP-2 and MCP-I 
recruit monocytes which are important in a variety of inflammatory conditions; the 
ordinary artisan at the time the invention was made would have been motivated to 
produce and screen multiple amino-terminal truncations of MCP-2 in order to identify 
an antagonist of MCP-2 that could be substituted or combined with antagonists of 
MCP-I to better inhibit monocyte recruitment in those inflammatory conditions. In 
addition, Applicants arguments are non-persuasive because if Gong et al taught all the 
limitations of the instant invention, this rejection would be a 35 U.S.C. § 102(b) 
rejection rather than a 35 U.S.C. § 103 rejection. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 
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Applicants arguments would be more persuasive if the claims were amended to recite 
"an isolated amino-terminally truncated MCP-2 polypeptide consisting of residues.... of 
SEQ ID NO:2". 

8. Claims 24-27, 31-34 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Rollins et al. (U.S. Pat. No. 5,739,103, of record) in view of Van Damme et al. (J. 
Exp. Med., 1992, 176:59-65, IDS #AM) and further in view of Van Coillie et al. 
(Biochem Biophys. Res. Com., March 1997, 231:726-730, IDS #AS). 

This rejection is maintained for reasons of record set forth at pages 6-7 of the 
previous Office action (3/31/03). 

Applicants argue that the Examiner points to no teaching in Van Damme or Van 
Coillie that would lead one of skill in the art to apply the teachings of Rollins to obtain 
the specific truncations claimed herein. Furthermore, Applicants argue that the 
"obvious-to-try" is an incorrect standard where the claimed result, the generation of 
compounds and pharmaceutical compositions with chemokine antagonistic activity. 
However, contrary to Applicants arguments, Rollins et al. provide clear guidance to 
delete amino acids from position 1 to position 10 of the amino terminus of the 
chemokines taught, including MCP-2. Rollins et al. teach a small genus of amino 
terminal truncations of chemokines including MCP-2, but does not reduce to practice or 
explicitly list the members of this genus. The ordinary artisan would have been 
motivated to produce the instantly recited truncations of MCP-2 as part of the routine 
optimization and screening of the small genus of truncations taught by Rollins et al. The 
ordinary artisan at the time the invention was made would have been motivated to make 
the instantly recited truncations of MCP-2 and formulate them in pharmaceutical^ 
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acceptable carriers in order to compare the relative potency of each member of the 
small genus taught by Rollins et al. as antagonists in models of inflammation; and 
thereby identify the most potent antagonist. Both Rollins et al. and Van Damme et al. 
recognized that both MCP-2 and MCP-I recruit monocytes which are important in a 
variety of inflammatory conditions; thus the ordinary artisan at the time the invention 
was made would have been motivated to produce and screen multiple amino-terminal 
truncations of MCP-2 in order to identify an antagonist of MCP-2 that could be 
substituted or combined with antagonists of MCP-I, as exemplified by Rollins et al., to 
better inhibit monocyte recruitment in those inflammatory conditions. Furthermore, if 
the Rollins et al patent taught all the limitations of the instant claims, this rejection 
would be a 35 U.S.C. § 102(b) rejection rather than a 35 U.S.C. § 103 rejection. 

Therefore, the invention as a whole was prima facie obvious to one of ordinary 
skill in the art at the time the invention was made, as evidenced by the references, 
especially in the absence of evidence to the contrary. 

Applicants arguments will be more convincing if the pending claims are 
amended to recite "an isolated amino-terminally truncated MCP-2 polypeptide 
consisting of residues.... of SEQ ID NO:2". 
Conclusion 

No claim is allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Advisory Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Prema Mertz whose telephone number is (571) 272-0876. 
The examiner can normally be reached on Monday-Friday from 7:00AM to 3:30PM 
(Eastern time). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumback, can be reached on (571) 272-0961. 

Official papers filed by fax should be directed to (703) 872-9306. Faxed draft or 
informal communications with the examiner should be directed to (571) 273-0876. 

Information regarding the status of an application maybe obtained from the 
Patent application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http ://pair-direct.uspto . gov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Prema Mertz Ph.D. 
Primary Examiner 
Art Unit 1646 
July 8, 2004 



